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DETAILED ACTION 
Remarks 

1 . In view of the Pre-Appeal Brief Request filed on 06/04/2008, 
PROSECUTION IS HEREBY REOPENED. A new ground of rejection is 
set forth below. 

To avoid abandonment of the application, appellant must exercise one of 
the following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a 
reply under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 
followed by an appeal brief under 37 CFR 41 .37. The previously paid 
notice of appeal fee and appeal brief fee can be applied to the new 
appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must 
pay the difference between the increased fees and the amount 
previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening 
prosecution by signing below: 

2. Claims 1-26 remain pending and have been examined. 
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Response to Arguments 

3. Applicant's arguments filed on 06/04/2007, in particular on pages 7-9, has 
been fully considered. 

■ At page 8, the third and fourth paragraphs, the Applicants assert that 
the Testardi does not disclose all of the limitations as claimed, e.g. 
"...the debugging of Testardi is simply an interactive debugging 
environment with an interpreter that executes test directive" 
embedded in the source code", "an interpreter of embedded test 
directives such as disclosed in Testardi suffers from many of the 
shortcomings" and "an initialization routine provides additional 
functionality not provided by interpreted test directive". 

In response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features 
upon as listed above which applicant relies (i.e. "an initialization routine 
provides additional functionality not provided by interpreted test 
directive") are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

■ At page 9, first paragraph, the Applicants points out that "the 
embedded test directives do not conform to the syntax of a routine 
written in 'C and therefore could not be compiled into an initialization 
routine by the compiler". However, it should be noted that the 



Application/Control Number: 1 0/641 ,377 Page 4 

Art Unit: 2192 

Examiner did not cite said portion prior art in the previous and thus the 
argument is moot. Moreover, said example with the routine written in 
'C in Testardi as the Applicants argued, is just a portion of program 
code for exemplary purpose and it does not mean to have to be 
executable in a specific computer. Testardi's disclosure in specification 
e.g. Fig.1 also discloses the feature about embedding test in program 
source code. 



Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

5. Claims 1-8 and 15-20 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
Claims 1, 15 and 19: 

Claims 1, 15 and 19 claim an apparatus/computer system, which 
comprises a source code debugger and a routine. Such claimed software 
debugger/routine is software program listings per se and it does not define 
any structural and functional interrelationships between the computer 
program and other claimed elements of a computer, which permit the 
computer program's functionality to be realized. Therefore, claims 1,15 
and 19 are not statutory. See MPEP 2106.01(1). 
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Furthermore, Claim 1 recites the apparatus comprising the source code 
debugger and initialization routine. However, these two components are 
separated and isolated components without any functional 
interrelationship. Therefore, they are nonfunctional descriptive material 
and thus are not statutory. See M.P.E.P. 2106.01(11) 

Claims 2-8, 16-18 and 20: 

Claims 2-8, 1 6-1 8 and 20 are dependent claims of claims 1,15 and 1 9 
respectively. These claims all fail to remedy the 35 USC 101 nonstatutory 
problems of claims 1 , 15 and 19. Therefore, they are also rejected for the 
same reason. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

7. Claims 1-7, 9-12, 15-17, 19 and 20 are rejected under 35 U.S.C. 102(b) as 
being anticipated bv Testa rdi (Rich P. Testardi, US 6,249,882) 
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Claim 1: 

Testa rdi discloses an apparatus for debugging source code, the 
apparatus comprising: 

• a source code debugger configured to display state information 
(success/failure) (see for example, Fig. 2, item 216 and related text, 
"Indicate Failure to Test User"); and 

• at least one initialization routine configured to initialize a target 
environment to a particular state, the at least one initialization 
routine selectively coupled to a target function within a target 
application (see for example, Fig. 2, item 206, Fig. 3, item 304 
"SETUP ENVIRONMENT FOR TEST ACCORDING TO 
PARAMETERS OF TEST SEQUENCE" and related text, also see 
col. 7, lines 19-22, "particular global variables within the program 
under test may need to be initialized prior to performing the test 
sequence."). 

Claim 2: 

Testa rdi discloses the apparatus of claim 1 , further comprising a task 
dispatcher configured to dispatch the at least one initialization routine in 
response to an execution request (see for example, col .6, lines 32-34, 
"test manager 108 through interpreter 110 has initialized (dispatched) the 
environment of computer 102 as required to perform the desired test"). 
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Claim 3: 

Testa rdi also discloses the apparatus of claim 1 , further comprising a 
function selector configured to generate an execution request in response 
to selection of the target function by a user (see for example, col. 6, lines 
30-31, "executive 112 within test manager 108 invokes the program under 
test 104 so as to perform the desired test sequence."). 

Claim 4: 

Testa rdi further discloses the apparatus of claim 3, wherein the function 
selector is integrated into the source code debugger (see for example, 
Fig.1 , item 108, 1 12 and related text, "test Manager", "Executive") 

Claim 5: 

Testa rdi also discloses the apparatus of claim 1 , wherein the particular 
state corresponds to an application error (see for example, col. 9, lines 6- 
28, "force particular error conditions" and "force a particular function call to 
fail to simulate such a resource allocation failure condition" and related 
detail description). 

Claim 6: 

Testa rdi also discloses the apparatus of claim 1 , further comprising a 
deployed system configured to dump information used to initialize the 
target environment to the particular state (see for example, col. 7, lines 23- 
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24, "Element 208 is then operable to execute the test sequence while 
capturing the generated output results therefrom"). 



Claim 7: 

Testa rdi further discloses the apparatus of claim 1 , wherein the at least 
one initialization routine comprises a function-independent initialization 
routine and a function-dependent initialization routine (see for example, 
col. 10, lines 15-31 , "Invoke desired procedures and functions with specific 
parameters" and "Display function results from invocation of functions in 
the program under test"). 

Claim 9: 

Testa rdi discloses a method for debugging source code, the method 
comprising: 

• dispatching at least one initialization routine selectively coupled to a 
target function, the at least one initialization routine configured to 
initialize a target environment to a particular state (see for example, 
Fig. 2, item 206 and related text, also see Fig. 3, item 304 and 
related text); 

• dispatching the target function (see for example, Fig. 3, item 308 
and related text); and 
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• displaying state information within a source code debugger (see for 
example, item 312 and related text, "Return success or failure of 
test sequence to user"). 

ClaimlO: 

Testa rdi also discloses the method of claim 9, further comprising collecting 
state information from a deployed environment (see for example, Fig. 3, 
item 306 and related text, "Redirect output streams of program under test 
for capture in files). 

Claim 11: 

Testa rdi discloses the method of claim 9, further comprising collecting 
state information in response to an application error (see for example, , 
col. 9, lines 6-28, "force a particular function call to fail to simulate such a 
resource allocation failure condition. The test can then determine if the 
program executes to completion with an appropriate..." and also see 
Fig.3, item 312 "RETURN SUCCESS OR FUALURE OF TEST 
SEQUENCE TO USER" and related text). 

Claim 12: 

Testa rdi further discloses the method of claim 9, wherein dispatching the 
at least one initialization routine comprises dispatching a function- 
independent initialization routine and a function-dependent initialization 
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routine (see for example, col. 10, lines 15-31 , "Invoke desired procedures 
and functions with specific parameters" and "Display function results from 
invocation of functions in the program under test"). 

Claim 15: 

Testa rdi discloses an apparatus for debugging source code, the apparatus 
comprising: 

• means for dispatching at least one initialization routine selectively 
coupled to a target function, the at least one initialization routine 
configured to initialize a target environment to a particular state 
(see for example, Fig.2, item 206 and related text, also see Fig.3, 
item 304 and related text); 

• means for dispatching the target function (see for example, Fig.3, 
item 308 and related text); and 

• means for displaying state information (see for example, item 312 
and related text, "Return success or failure of test sequence to 
user"). 

Claim 16: 

Testa rdi also discloses the apparatus of claim 15, further comprising 
means for collecting state information from a deployed environment (see 
for example, Fig.3, item 306 and related text, "Redirect output streams of 
program under test for capture in files). 
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Claim 17: 

Testa rdi discloses the apparatus of claim 15, further comprising means for 
collecting state information in response to an application error (see for 
example, item 312 and related text, "Return success or failure of test 
sequence to user"). 

Claim 19: 

Testa rdi discloses a system for debugging source code, the system 
comprising: 

• a target environment comprising a target platform including an 
operating system and a target application (see for example, Fig.1 , 
items 102, 104 and related text); 

• a source code debugger configured to display state information 
(see for example, Fig. 2, item 216 and related text, "Indicate Failure 
to Test User"); and 

• at least one initialization routine configured to initialize the target 
environment to a particular state, the at least one initialization 
routine selectively coupled to a target function within the target 
application (see for example, Fig.2, item 206 and related text, also 
see col. 7, lines 19-22, "particular global variables within the 
program under test may need to be initialized prior to performing 
the test sequence."). 
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Claim 20: 

Testa rdi also disclose the system of claim 19, further comprising a 
deployed system configured to provide information used to initialize the 
target environment to the particular state (see for example, col. 9, lines 24- 
26, "the debugger tool may be used to force a particular function call to fail 
to simulate such a resource allocation failure condition"). 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



9. Claims 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Testardi (Rich P. Testardi, US 6,249,882) 
Claims 21-24: 

Claims 21-24 are computer readable storage medium comprising 
computer readable code for debugging source code, which are the 
product version of the claimed methods discussed as in claims 9-12 
above. It is well known in the computer art to practice and store the 
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computer readable code in such computer readable storage medium. 
Therefore, these claims are also obvious over Testardi . 



10. Claims 8, 13, 18 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Testardi (Rich P. Testardi, US 6,249,882) in view of 
Rosenberg (Jonathan B. Rosenberg, "How Debuggers Work") 
Claims 8 and 18: 

Testardi discloses the testing systems of claims 1 and 15 above 
respectively, wherein the program debugging tool (debugger) can permit 
precise control of the execution of particular modules or functions (see for 
example, col. 9, lines 47-52, "...conjunction with a program debugging tool 
(debugger) to permit precise control of the execution of particular modules 
or functions within the program under test..."), but does not explicitly 
disclose the precise control is "single step". However, Rosenberg in the 
same analogous art about debugger discloses using "single-step" to 
control the execution (Chapter 6, "Breakpoints and Single Stepping", 
section Single-step, page 119). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to 
use single-step in Testardi 's system to precise control the execution of 
program. One would have been motivated to do so to precise control the 
program execution as once suggested by Rosenberg (Chapter 6, 
"Breakpoints and Single Stepping", section Single-step, page 119, line 21, 
"Single-step is important because users need to be able to 'watch' 
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execution proceed."). So as applicants admitted the prior art in the 
specification paragraph [0007]. 



Claims 13 and 25: 

Testa rdi discloses the software testing method of claims 9 and 21 above 
respectively, wherein the program debugging tool (debugger) can permit 
precise control of the execution of particular modules or functions (see for 
example, col. 9, lines 47-52, "...conjunction with a program debugging tool 
(debugger) to permit precise control of the execution of particular modules 
or functions within the program under test..."), but does not explicitly 
disclose the precise control is "single step". However, Rosenberg in the 
same analogous art about debugger discloses using "single-step" to 
control the execution (Chapter 6, "Breakpoints and Single Stepping", 
section Single-step, page 119). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to 
use single-step in Testardi 's system to precise control the execution of 
program. One would have been motivated to do so to precise control the 
program execution as once suggested by Rosenberg (Chapter 6, 
"Breakpoints and Single Stepping", section Single-step, page 119, line 21, 
"Single-step is important because users need to be able to 'watch' 
execution proceed."). So as applicants admitted the prior art in the 
specification paragraph [0007]. 
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11. Claims 14 and 26 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Testardi (Rich P. Testardi, US 6,249,882) in view of 
Frascone (David Frascone, "Debugging kernel modules with user-mode 
Linux") 

Claims 14 and 26: 

Testardi discloses the method of claims 9 and 21 above respectively, but 
does not disclose the method further comprises recompiling kernel-mode 
code into user-mode code. However, Frascone in the same analogous art 
about debugger discloses debugging kernel modules with user-mode (see 
for example, p.1, lines 2-16, "the kernel hangs", user-mode Linux (UML) 
and related text). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to combine 
Frascone 's teachings into Testardi to provide debugging code in the user- 
mode. One would have been motivated to recompile kernel-mode code 
into user-mode (UML) which can be used to debug in user-mode and 
avoid kernel hangs as once suggested by Frascone (see for example, p.1 , 
lines 2-16). 



/Z. W./ 

Examiner, Art Unit 2192 
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Supervisory Patent Examiner, Art Unit 2192 



